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DETAILED ACTION 

1 . This action is in response to the communication filed on 1 1/20/2006. 

2. Applicant's election without traverse of the elected Species I, claims 1-6, 13, 15- 
18, 21, 25 and 26, in the reply filed on 11/20/06 is acknowledged. Claims 7-12, 14, 19, 
20, 22-24 are drawn to nonelected species, thus withdrawn from further consideration. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 6, 13, 15, 21, 25 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nagashige (US Pub. No. 2002/0171862) and in view of Suzaki (US 
Pub. No. 2003/0169456). 

As per claim 1 , Nagashige discloses: 

extracting print-mark data corresponding to a print mark on a hardcopy of printed 
material from data corresponding to the hardcopy of printed material [Fig. 2-4, 
paragraph 0023 lines 1-5, paragraph 0026 lines 1-10, Fig. 1, 5]. 

Further, Nagashige teaches determining the remaining mark amount from the hardcopy 
of printed material resulting from printing variations occurring during printing of the 
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hardcopy of printed material [paragraph 0068 lines 10-12, Fig. 1-5], encrypting the 
generation control information, which is created from the remaining mark amount 
information [paragraph 0089 lines 4-5] and printing the generation control information as 
a barcode on the printed material [Fig. 5]. 
Suzaki teaches: 

analyzing the print-mark data to quantify printing artifacts of the print mark resulting from 
printing variations occurring during printing of the hardcopy of printed material [Fig. 4- 
13, paragraph 0055, 0056, 0057 lines 1-19]; encrypting the quantified printing artifacts 
[paragraph 0057 lines 19-21]; encoding the encrypted printing artifacts into data 
corresponding to a machine-readable identifier [paragraph 0057 lines 26-29]; and 
printing the machine-readable identifier from the data corresponding to the machine- 
readable identifier on the hardcopy of printed material [paragraph 0057 lines 26-29, 
0058]. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to combine Suzaki with Nagashige, since one would have been 
motivated to provide a tampering judgment for verifying the information contained in the 
printed document [Suzaki, paragraph 0010 lines 2-4]. 

As per claim 6 , the rejection of claim 1 is incorporated and Nagashige teaches: 

printing the machine-readable identifier comprises printing a barcode [Fig. 5, paragraph 

0079 lines 6-11] 
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Suzaki teaches printing the machine-readable identifier comprises printing a barcode 
[paragraph 0057 lines 27-29]. 

As per claim 13 , it is an apparatus claim corresponds to a method claim 1 and is 
rejected for the same reason set forth in the rejection of claim 1 above. 

As per claim 15 , it is a computer-usable media claim corresponds to a method claim 1 
and is rejected for the same reason set forth in the rejection of claim 1 above. 

As per claim 21 , Nagashige discloses: 

a first printer adapted to print a hardcopy of printed material having a print mark [Fig. 2, 
3, 5]; a scanner for scanning the hardcopy of printed material and outputting data 
corresponding to the printed material [Fig. 2, 4]; a computer connected to the scanner 
that is adapted to perform a method in response to receiving the data corresponding to 
the printed material from the scanner [Fig. 2, 4], the method comprising 
extracting print-mark data corresponding to a print mark on a hardcopy of printed 
material from data corresponding to the hardcopy of printed material [Fig. 2-4, 
paragraph 0023 lines 1-5, paragraph 0026 lines 1-10, Fig. 1, 5]. 

Further, Nagashige teaches determining the remaining mark amount from the hardcopy 
of printed material resulting from printing variations occurring during printing of the 
hardcopy of printed material [paragraph 0068 lines 10-12, Fig. 1-5], encrypting the 
generation control information, which is created from the remaining mark amount 
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information [paragraph 0089 lines 4-5] and printing the generation control information as 
a barcode on the printed material [Fig. 5]. 
Suzaki teaches: 

analyzing the print-mark data to quantify printing artifacts of the print mark resulting from 
printing variations occurring during printing of the hardcopy of printed material [Fig. 4- 
13, paragraph 0055, 0056, 0057 lines 1-19]; encrypting the quantified printing artifacts 
[paragraph 0057 lines 19-21]; encoding the encrypted printing artifacts into data 
corresponding to a machine-readable identifier [paragraph 0057 lines 26-29]; converting 
the data corresponding to the machine-readable identifier into printer-usable data and 
printing the machine-readable identifier from the data corresponding to the machine- 
readable identifier on the hardcopy of printed material [paragraph 0057 lines 26-29, 
0058, Fig. 2]. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to combine Suzaki with Nagashige, since one would have been 
motivated to provide a tampering judgment for verifying the information contained in the 
printed document [Suzaki, paragraph 0010 lines 2-4]. 

As per claim 25 . it encompasses limitations that are similar to those of claim 21. Thus, it 
is rejected with the same rationale applied against claim 21 above. 



As per claim 26 , it encompasses limitations that are similar to those of claim 21 . Thus, it 
is rejected with the same rationale applied against claim 21 above. 
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4. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nagashige (US Pub. No. 2002/0171862) in view of Suzaki (US Pub. No. 2003/0169456) 
and in view of Delman et al (US Patent No. 6,655,579). 

As per claim 2 , the rejection of claim 1 is incorporated and Nagashige and Suzaki 
teaches printing the machine-readable identifier from the data corresponding to the 
machine-readable identifier on the hardcopy of printed material [Fig. 5 of Nagashige, 
paragraph 0057 lines 26-29, 0058 of Suzaki]. 

Nagashige and Suzaki do not expressively mention printing the machine-readable 
identifier around a periphery of the print mark. 

Delman teaches printing the machine-readable identifier around a periphery of the print 
mark [Fig. 3a, 4b]. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to combine Delman with Nagashige and Suzaki, since one 
would have been motivated to provide an authenticity of the printed material [Delman, 
col. 7 lines 5-10]. 

5. Claims 3, 4, 5, 16 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nagashige (US Pub. No. 2002/0171862) in view of Suzaki (US Pub. 
No. 2003/0169456) and in view of Berson et al (US Patent No. 5,388,158). 
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As per claim 3 , the rejection of claim 1 is incorporated and Suzaki teaches encrypting 

the quantified printing artifacts [paragraph 0057 lines 19-21]. 

Berson teaches encrypting using a private key [col. 3 lines 45-51]. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 

the invention was made to combine Berson with Nagashige and Suzaki, since one 

would have been motivated to produce secure document and authenticate the 

document [Berson, col. 1 lines 46-47]. 

As per claim 4 , the rejection of claim 3 is incorporated and Berson teaches: 

the private key is linked to a public key used for decrypting the encrypted quantified 

printing artifacts [col. 3 lines 45-51, col. 2 lines 33-37]. 

As per claim 5 , the rejection of claim 1 is incorporated and Berson teaches: 
encrypting the quantified printing artifacts comprises using RSA encryption or elliptic- 
key encryption [col. 3 lines 45-51]. 

As per claim 16 . the rejection of claim 15 is incorporated and it is a computer-usable 
media claim corresponds to a method claim 3 and is rejected for the same reason set 
forth in the rejection of claim 3 above. 
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As per claim 17 , the rejection of claim 1 5 is incorporated and it is a computer-usable 
media claim corresponds to a method claim 5 and is rejected for the same reason set 
forth in the rejection of claim 5 above. * 

6. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nagashige (US Pub. No. 2002/0171862) in view of Suzaki (US Pub. No. 2003/0169456) 
and in view of Hayduchok et al (US Patent No. 6,151 ,422). 

As per claim 18 , the rejection of claim 15 is incorporated Hayduchok teaches: 
converting the data corresponding to the scanned printed material into gray-scale data 
before analyzing the data [Fig. 7, col. 4 lines 60-67]. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to combine Hayduchok with Nagashige and Suzaki, since one 
would have been motivated to verify the information contained in the printed document 
[Suzaki, paragraph 0010 lines 2-4]. 
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Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Kargman (US 20020067827) --- Method for preventing check fraud 

Takahashi (US 6972856) - Querying of copyright host, printing of copyright information 

and host registration of copyright data 

Durst et al (US 7162035) — Authentication method and system 

Yen et al (US 7017816) — Extracting graphical bar codes from template-based 
documents 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nirav Patel whose telephone number is 571-272-5936. 
The examiner can normally be reached on 8 am - 4:30 pm (M-F). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on 571-272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



NBP 

2/1/07 





. v , KIMVU 

SUPERVISORY PATENT EXAMINE8 



